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MAIL STOP APPEAL BRIEF - PATENTS 
COMMISSIONER FOR PATENTS 
P.O. BOX 1450 

ALEXANDRIA, VA 22313-1450 



SIR: 

REPLY BRIEF 

For at least the reasons presented In the Brief of Appellant and the 
arguments provided below. Appellants respectfully request reversal of the rejections 
of the claims and allowance of the respective claims. 

Referring to Argument B of Appellant's Brief, for a proper 103 rejection, the 
examiner must establish a factual basis to support the legal conclusion of 
obviousness. See In re Fine, 837 F.2d 1071, 1073, 5 USP02d 1596, 1598 {Fed.- 
Cir. 1988). Reasons for the decision to combine references must be articulated. ]n 
re Lee, 277 F.3d 1338, 1342, 61 USPQ2d 1430, 1433 (Fed. Cir. 2002). The 
examiner must show that there is a teaching, motivation, or suggestion of a 
motivation to combine references relied on as evidence of obviousness. IcL 277 
F.3d at 1343, 61 USPQ2d at 1433-34. It Is Insufficient to rely on the examiner's 
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own understanding or experience, or the Examiner's assessment of what would be 
basic knowledge or common sense but rather must point to some concrete evidence 
in the record in support of these findings. In re Zurko, 258 F.3d 1379, 1386, 59 
USPQ2d 1693, 1697 {Fed. Cir. 2001). The Examiner must make requisite findings, 
based on evidence of record, and also explain the reasoning by which the findings 
are deemed to support the examiner's conclusion. 

In the Office Action dated January 12, 2006 (hereinafter "Office Action"), 
the Office merely recited teachings of the prior art without providing reasons for 
combining the references. In the Examiner's Answer, rationales are provided in 
support of the 103 rejection combination of references. However, Appellants 
respectfully submit that the reasons are insufficient for the below-mentioned 
compelling reasons. 

More specifically, the teachings of Kawabata are particular to the problems 
to be overcome in the particular arrangement of concern in Kawabata and the 
teachings have not been demonstrated to be applicable or to provide any benefit to 
the disparate arrangement of Siwinski proposed to be modified. 

In particular, Kawabata is directed towards overcoming of problems with 

respect to imaging upon transfer materials which were not traditionally intended as 

transfer materials, such as multilayer structures (tack films, cloth paper or transfer 

materials formed with a thermally melted bonding layer) per the Background at coL 

1, lines 60+ of Kawabata. As discussed in the Summary* for example, at col. 3, 

lines 3+ of Kawabata, changed operation means are provided for changing setup 

values proper for paper to characteristics of a multilayer structure transfer material. 

Per col. 10, lines 14+ of Kawabata, operation conditions of the image formation 

apparatus are changed if a tack film, cloth paper, or a transfer material formed with 

a thermally melted bonding layer are selected as the medium to be imaged upon . 

Col. 11, lines 1 + of Kawabata provide teachings of how the operation conditions 

are changed responsive to tack film, cloth paper, or a transfer material formed with 

a thermally melted bonding layer being used for imaging. In particular, the values of 

Fig. 4 {which were measured under standard temperature and humidity conditions) 

may be corrected in response to temperature and humidity information provided by 

the sensors. For example, the values may be multiplied by predetermined 

temperature and humidity coefficients to implement temperature and humidity 
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corrections. 

However, Appellants have failed to uncover any teachings in Siwinski of 
operation conditions which were made based upon standard temperature and 
humidity conditions and which may need to be adjusted using output of a 
temperature or humidity sensor as disclosed in the image forming apparatus of 
Kawabata. Appellants have failed to uncover in Siwinski any imaging upon 
muftiiayer structures to which adjustment of values using humidity or temperature 
information may be relevant or useful. There is no evidence that varying of 
operation conditions during real time imaging using on board humidity or 
temperature sensors may be of use or provide an improvement to the Siwinski 
arrangement. 

In view of the above, Appellants respectfully submit there is insufficient 
evidence that the teachings of Kawabata are applicable to the teachings of 
Siwinski. Further, there is insufficient evidence that one would be motivated to 
combine a disparate arrangement of Kawabata with Siwinski when Kawabata is 
concerned with arrangements not applicable or pertinent to arrangements of 
Siwinski (i.e., printing on muttiiayered structures and using the sensor output to 
correct operation conditions based on standard temperature and humidity conditions 
which have only been demonstrated to be relevant to the arrangement of 
Kawabata), Appellants respectfully submit that in the absence of any evidence, the 
Examiner improperly relied upon the teachings of Appellants' specification in arriving 
at the combination of reference teachings. 

Referring specifically to the Examiner's Answer, page 15 and the majority of 

page 1 6 merely recite generic passages of the teachings of the references. Page 1 6 

further states that the motivation is to allow Siwinski to consider the printing 

condition such as ambient condition to most correctly printing out a print job. 

Appellants respectfully submit there is no evidence that the system of Siwinski may 

be improved by the system of Kawabata as baldly alleged by the Office, Appellants 

also respectfully submit the teachings of Kawabata regarding multilayer structure 

printing systems have not been demonstrated to be applicable to arrangements of 

Siwinski void of any modification of setup values (which are based upon standard 

temperature and humidity measurements) using sensed temperature and humidity 

information for use In printing various multilayer structure media of Kawabata. 
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Furthermore, Appellants traverse any reliance upon judicial notice in support 
of the combination of reference teachings of Kawabata with Siwinski set forth on 
pages 16-17 of the Examiner's Answer. MPEP 2144. 03A (8 th ed., rev. 5) provides 
that official notice unsupported by documentary evidence should only be taken by 
the examiner when the facts asserted to be well known or to be common 
knowledge in the art are capable of instant and unquestionable demonstration as 
being well known . It is not appropriate for the Office to take official notice of facts 
without a reference where the facts asserted to be well known are not capable of 
instant and unquestionable demonstration as being well-known. As discussed 
above, the temperature and humidity sensors are used to correct the particular 
setup values of Kawabata which were based on standard humidity and temperature 
for use in arrangements which print upon various specific multilayer structures. 
Appellants respectfully submit these teachings in the very specific arrangement of 
Kawabata have not been demonstrated by evidence to provide any improvements in 
other disparate arrangements such as the system of Siwinski, There is no evidence 
of record to support the statement on page 17 of the Examiner's answer that the 
addition of a second sensor to Siwinski will help the system adjust and improve the 
printing of images of Siwinski inasmuch as Siwinski has not been demonstrated to 
be concerned with adjusting set up values which were based on standard humidity 
and temperature for use in printing on multilayer structures of concern to Kawabata. 
At a minimum, the teachings of Kawabata in the specific arrangement of imaging 
upon multilayer structures and varying of setup values measured in standard 
humidity and temperature conditions to accomplish printing on multilayer structures 
do not demonstrate that usage of information regarding an ambient condition is well 
known or applicable to the system of Siwinski. Further, the Office has failed to 
meet its burden of establishing motivation to combine the references. Appellants 
request reversal of the rejection of the claims for these reasons. 

Referring to Argument C, Appellants appreciate the withdrawal of the 103 
rejection over the combination of Matthews and Siwinski with respect to claims 6-8 
as set forth on page 17 in the Examiner's Answer* However, Appellants 
respectfully assert that the rejection of the remaining claims 10, 13-27 and 22-23 
over the combination of Matthews with Siwinski is also improper for the reasons 
set forth In Appellants' Brief. 
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Appellants also dispute the statement on page 17 of the Examiner's Answer 
which states that claims other that 6-8 have not been argued. In response, 
Appellants respectfully refer the Office to the second full paragraph of Argument C 
of Appellants* Brief which clearly addresses the motivational rationale for both 
dependent claim 6 and independent claim 13 and states that the motivational 
rationale is insufficient for the reasons set forth in the remaining portions of 
Argument C. In addition, referring to pages 8 and 1 1 of the Office Action, the 
motivational rationale for the rejection of claims 6 and 1 3 is the same. It was and 
is Appellants' position that this single motivation provided by the Office is 
insufficient, and accordingly, the Office has failed to meet Its burden of establishing 
a proper prima facie 103 rejection with respeot to all claims rejected over the 
combination of Matthews and Siwinski. Appellants respectfully request reversal of 
all 103 rejections over the improper combination of Matthews and Siwinski. 

Referring to Argument D, at page 18 of the Examiner's Answer, the Office 
alleges that the limitations relied upon by Appellants are not recited in Appellants' 
claims. Appellants respectfully disagree. The limitations relied upon are retrieving 
encoded data from the media using the image forming device and performing at 
least one function comprising communicating a message identifying media to a host 
device using the image forming device responsive to the encoded data as set forth 
on page 12 of Appellants' Brief. Referring to claim 13, such method claim recites, 
in pertinent part: 

retrieving encoded data from media using the image forming device; 

performing at /east one function, using the image forming device responsive 
to the encoded data; 

and the wherein clause defines that the performing the at least one function 
(which is claimed as being responsive to The encoded data) comprises 
communicating a message Identifying the media to a host device- 

Accordingly, when the wherein limitation of claim 13 is properly read in 

combination with the performing limitation of claim 1 3 (and to further define the 

performing limitation), the olaim 13 recites communicating the message identifying 

the media to a host device using the image forming device responsive to the 
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encoded data as set forth in argument D of Appellants' Brief. 

As further set forth in Argument 0 of Appellants' Brief, Matthews at 
paragraph 0022 states that a user may add a remark warning other users about a 
particular brand of paper that is causing Jams. To the contrary, claim 13 positively 
defines retrieving encoded data from the media and performing at least one function 
comprising communicating a message identifying the media to the host device 
responsive to the encoded data . The Inputting of information by a user fails to 
disclose or suggest the claimed communicating responsive to the encoded data 
retrieved from the media. The Office at the remaining portions of pages 18-19 of 
the Examiner's Answer again merely recites the teachings relied upon in the Office 
Action and has failed to identify any teachings of Matthews and Siwinski of the 
above-recited limitations of claim 1 3. Appellants respectfully submit that the Office 
has failed to meet its burden of establishing a proper prima facie 103 rejection for 
at least this reason. Appellants respectfully submit that the rejection of the claims 
13-17, 20 and 22-23 is improper for at least this reason. 

Referring to argument G (mislabeled as Argument H on page 19 of the 
Examiner's Answer) , Appellants respectfully submit the rejection is in error. At 
page 11 of the Office Action, the Office states that Siwinski does not specifically 
teach that the message identifies the media. To cure the deficiencies of Siwinski, 
the Office on page 12 of the Action relies upon, the teachings of Matthews. 
However, as noted in Appellants' Brief, the teachings relied upon in Matthews teach 
a warning message identifying media in response to user input. Accordingly, when 
the teachings are combined as proposed by the Office, the only messages which 
identify media are in response to user input which fails to teach or suggest that the 
claimed communicating the message identifying the media comprises automatically 
communicating without user input as defined in claim 23. 

Appellants refer to MPEP 2141.02VI {8* ed., rev, 5) entitled PRIOR ART 

MUST BE CONSIDERED IN ITS ENTIRETY, INCLUDING DISCLOSURES THAT 

TEACH AWAY FROM THE CLAIMS. This MPEP section further states that a prior 

art reference must be considered in its entirety, i.e., as a whole , including portions 

that would lead away from the claimed invention. W.L. Gore & Associates r Inc. v. 

Oarlock, Inc., 220 USPQ 303 (Fed. Cir. 1983>. The only messages which identify 

media which are disclosed in the prior art are responsive to user input which 
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teaches away from the claimed limitations that the communicating the message 
identifying the media comprises automatically communicating without user input as 
defined in claim 23. Appellants respectfully submit that the Office has improperly 
ignored the teachings of Matthews which teach away from claim 23 in formulating 
the 103 rejection- Applicants respectfully submit that the teaching away is the 
antithesis of the art's suggesting that the person of ordinary skill go in the claimed 
direction. Essentially, teaching away from the art is a pet se demonstration of lack 
of obviousness. In re Dow Chemical Co., 837 F.2d 469, 5 USPQ2d 1 529 (Fed. Cir. 
1988). Appellants respectfully request reversal of the rejection of claim 23 for the 
above-mentioned compelling reasons. 

Reversal of the rejections of the claims and allowance of the claims is 
respectfully requested for at least the reasons discussed herein and the reasons set 
forth in the Brief of Appellant. 

The Examiner is requested to phone the undersigned if the Examiner believes 
such would facilitate prosecution of the present application. The undersigned is 
available for telephone consultation at any time during normal business hours 
(Pacific Time Zone). 



Respectfully submitted, 



Robert E. Haines et al. 



Dated: 





Reg. No. 39,833 
Wells St. John P.S. 
Telephone: (509) 624-4276 
Facsimile: (509) 838-3424 
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